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Art Unit: 2872 

DETAILED ACTION 

This Office Action is in response to an amendment filed 27 February 2009 in which 
claims 1 and 3-7 were amended. Claims 1, 3-7, 9 and 10 are pending. 

Claim Rejections - 35 USC §103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1, 3-7, 9 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Homma et al, US 4,907,287 (henceforth Homma) in view of Zaluzec, US 6,548,810 B2 and 
Tsuneta et al, US 6,570,156 Bl (henceforth Tsuneta). 

Homma discloses in figs. 19-20 a microscope system (1) for detecting and compensating 
for changes within an observable image of a microscopic specimen (not shown) comprising: a 
microscope (1) and a computer system (at least 2, 53 or 63 and 59) receiving detected data from 
the at least one detector (not shown, to 2), the computer system comprising a means (53) for 
recording a multidimensional image having at least two dimensions, which has a means (54) for 
calculating signatures of the recorded multidimensional image (column 18, line 56-column 19, 
line 18), and a means (58) for calculating statistical signature parameters of the recorded 
multidimensional image (column 19, lines 18-32); positioning means coupled to the microscope 
(see column 18, lines 37-55); a software module ( in 62) sending control signals to the 
positioning means, wherein the control signals cause a motion (at least column 19, line 66- 
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column 20, line 5) wherein the motion compensates for changes in the observable image of at 
least some features of the microscopic specimen (see column 18, lines 37-55), wherein the 
compensation changes the at least some features in the observable image towards their prior state 
in time (see column 18, lines 37-55), and wherein the control signals are determined on the basis 
of an inference method from the statistical signature parameters of at least two sequentially 
recorded multidimensional images (column 18, line 37-column 20, line 25); wherein the 
statistical signature parameters comprise at least one statistical parameter (minimum and 
maximum, see column 19, lines 23-32) of a signature interpreted as a distribution function, 
wherein the statistical parameter is mean or variance or moments or quartiles or skewness or 
median or maximum and minimum; and wherein changes in scan parameters can be determined 
from the statistical signature parameters (column 18, line 37-column 20, line 25); and the scan 
parameters include at least one of image format, a position of the movable stage, an electronic 
zoom, an objective selection, galvanometer positions, and spectral scan bands (see at least the 
abstract -mechanical vibrations). Hoffa discloses the claimed invention except for the details of 
the microscope, specifically, that the scanning electron microscope in an optical microscope; 
defines an illuminating light beam and a detected light beam; at least one objective; a movable 
stage; a scanning module which guides the illuminating light beam as it scans the specimen 
generating the detected light beam; a detector module having at least one detector detecting at 
least a part of the detected light beam; wherein the scanning electron microscope is a confocal 
scanning electron microscope. Further Hoffa does not explicitly state wherein the motion is of 
the positioning means. Zaluzec teaches in fig. 4 a scanning electron microscope which is an 
optical microscope (see lenses in system, e.g., 404) and includes an illuminating light beam 
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(from 402) and a detected light beam (to 412); at least one objective (404); a movable stage 
(408); a scanning module (416) which guides the illuminating light beam as it scans the 
specimen generating the detected light beam; a detector module having at least one detector 
(412) detecting at least a part of the detected light beam; and wherein the scanning electron 
microscope is a confocal scanning electron microscope (see at least the abstract). It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to use the 
confocal scanning electron microscope of Zaluzec in the system of Hoffa to be able to provide 
high resolution images of thick non-transparent specimens without negative effect (Zaluzec, 
column 3, lines 9-12). Further, Tsuneta teaches that beam positioning and stage positioning are 
art-recognized equivalents for compensation of image shifts in the microscope art (column 26, 
lines 8-49). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made use any of the above ways of positioning, including the claimed motion of 
the positioning means (i.e., stage positioning) in the system of Hoffa to compensate for image 
drift. Regarding claims 7, 9 and 10, the method of utilizing the structure of the claim is inherent 
therein. 



Response to Arguments 

3. Applicant's arguments filed 27 February 2009 have been fully considered but they are not 
persuasive. 

In response to applicant's argument that the references fail to show certain features of 
applicant's invention, it is noted that the features upon which applicant relies (i.e., positioning 
means moving in combination with moving the beam in the scanning process) are not recited in 
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the rejected claim(s). Although the claims are interpreted in light of the specification, limitations 
from the specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181, 26 
USPQ2d 1057 (Fed. Cir. 1993). 

Applicant further argues (see remarks, page 7, lines 1-3) that one of ordinary skill in the 
art would not combine Zaluzec with Homma and Tsuneta "because such a person would not 
know of Homma and Tsuneta, as Homma and Tsuneta deal exclusively with electron 
spectroscopy, which is fundamentally different from electron microscopy." The examiner 
respectfully disagrees and points to the title of each reference. "Electron microscope" is included 
in each title and is clearly in the same field of endeavor. 

Applicant also argues that an electron microscope cannot be considered an optical 
microscope because it produces a different beam (electron vs. light) and is manipulated by 
sources of electromagnetic field which are completely different from lenses, prisms, mirrors, and 
other reflective and transmissive devices used for the manipulating beams in optical microscopy 
(see remarks, page 7, second paragraph). The examiner respectfully disagrees and points to 
Zaluzec which includes lenses to manipulate the beam and therefore can be considered optical. 

Conclusion 

4. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
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MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LEE FINEMAN whose telephone number is (571)272-2313. The 
examiner can normally be reached on Monday - Friday 8:00 - 5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephone B. Allen can be reached on (571) 272-2434. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Lee Fineman/ 

Primary Examiner, Art Unit 2872 
30 April 2009 



